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Claims 1, 2, 8, 11-13, 15, and 19-24 were on appeal after final rejections 
under 35 U.S.C. §102(b) in light of various references. Claims 3-5, 7, 10 f 14, 16- 
18 and 25-52 were considered allowable or were allowed. 

The §1 02(b) rejections have now been procedurally reversed and a new 
ground of rejection has been entered by the Appeal Board for all the pending 
claims. Accordingly, claims 1-52 stand rejected under 35 U.S.C. §112, second 
paragraph. Applicants respectfully reserve the right to present further evidence 
and arguments regarding the previous §102(b) rejections. 



The invention is a method of preparing a universal base composition 
(claims 1-24). The base composition is made by dispersing a pigment in a resin, 
the resin is soluble in both water and organic solvent. The resin includes 20 
weight percent of combined hydrophobic and hydrophilic monomers, with the 
weight ratio of hydrophobic monomers to hydrophilic monomers of from about 1/5 
to about 5. 

The invention further includes a method of making an ink composition or 
ink dispersion including the universal base composition (claims 25-52). 



Claims 1-52 have been rejected by the Board as being indefinite forfaiting 
to particularly point out and distinctly claim the invention. The Board opines that 
the claimed requirements for using a resin having a specified hydrophobic/ 
hydrophilic monomer ratio and total resin content of such monomers based on 
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the furnished definitions for hydrophobic and hydrophilic monomers are unclear 
and indefinite. 

One of the means provided by Applicants for determining the 
hydrophobicity or hydrophilicity of a given monomer fs solubility in water, in lower 
alcohol solvent, or in lower alcohol/acetate mixture solvent. The alleged 
indefiniteness is considered to stem from use of the word "lower" which the 
Board opines does not delimit the types of alcohol or alcohol/acetate mixtures, 
and accordingly has an "unclearly identified reach" (Decision on Appeal, page 6). 
Thus it is opined that the specification does not sufficiently instruct a skilled 
person on how to determine whether a given monomer has the desired 
hydrophobicity or hydrophilicity properties such that it can be used to make the 
resin of the claims. Applicants respectfully ask that the rejection be withdrawn. 

Applicants respectfully submit that the word "lower" used to modify 
alcohol or acetate has a well known meaning the art. "Lower is known to those 
of skill in the art as signifying an aliphatic straight chain molecule having from 
one (1) to about six (6) carbons. Therefore no indefiniteness is associated with 
the use of the word "lower* in defining a solvent containing alcohols or alcohols 
and acetates. 

In MetaboliteLaboratories v. Laboratory Corporation of America (CAFC I 
June 8, 2004), the Court states the requirements of §112, second paragraph. 

"The requirement to "distinctly" claim means that the claim must 
have a meaning discernible to one of ordinary skill in the art when 
construed according to correct principles. Union Pac. Res. Co. v. 
Chesapeake Energy Corp., 236 R3d 684, 692 (Fed. Cir. 2001); 
Rosemount, Inc. v. Beckman Instruments, Inc., 727 F.2d 1540, 
1547 (Fed. Cir. 1984). Only when a claim remains insolubly 
ambiguous without a discernible meaning after all reasonable 
attempts at construction must a court declare it indefinite. Exxon 
Research & Eng'g Co. v. United States, 265 F.3d 1371, 1375 
(Fed. Cir. 2001)." 
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In the instant case, the word "lower 1 ' is used to specify the nature of the 
alcohols and/or acetates in which the solubility of the monomers of the invention 
may be determined and has a meaning discernable to a person of ordinary skill 
in the art and is not ambiguous, thus meeting the requirements of §112. 

Notably, many patents have issued which include the term "lower 
alcohols" in their claims and in which the term is used to denote an alcohol 
having 1 to about 6 carbon atoms and include alcohols such as methanol, 
ethanol, n-propanol, isopropanol, n-butanol, isobutanol, 2-butanol or tert-butanol. 
(see, U.S. Patent No. 7,378,461 to Haraguchi, et al. at col. 6, lines 22-31; U.S 
Patent No.7,161,007 to Bableret al. ( at claims 4, 5 and 19 and col. 3, lines 1-4; 
U.S. Patent No. 6,509,487 to Tatsumi et al at claims 1-4 and col. 2, lines 40-45; 
U.S. Patent No. 5,71 9,1 08 to Wily et al. at claim 8 and 21 and col. 3, line 54; 
U.S. Patent No. 3,932,476 to Bergeron at claims 1 and col. 2, lines 46-47, and 
col. 4, lines 21-30). Thus, "lower alcohol" has a clear meaning in the art as an 
aliphatic alcohol with a chain length of from 1 to about 5/6 carbon atoms. 

The same is true for "lower acetate". As can be seen in U.S. Patent No. 
4,407,855 at column 2, lines 63-68, lower alcohols and lower (alkyl) acetates 
used as solvents for coatings generally have from 1 to about 4 carbon atoms for 
alcohols (propanol and butanol) and from about 4 to about 6 carbons for acetates 
(propyl and butyl acetate). See also, U.S. Patent No. 4,329,352 to Frickel et al. 
at col. 4, lines 17-18; U.S. Patent No. 4,189,433 to Ohnsorge et al. at col. 5, line 
27-28; U.S Patent No. 4,511,657 to Hirano et al. at col. 20, lines 30-31; U.S. 
Publication 2007 0264367 to Kim at claims 2-3 and paragraph [0021]; and U.S, 
Publication 2006/217457 to Trueba et al. at claim 34 and paragraph [0021]. 

Further, the definition of "lower" alcohols and acetates as solvents used in 
printing inks is well known and indeed listed in The Printing Ink Manual, 5 th 
edition, 1993 (attached as Appendix 1). Solvents are defined to include 
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hydrocarbon solvents, alcohols, glycols, ketones, and esters (see pages 250- 
261). The alcohols listed are all "lower 1 ' alcohols in that they include 1 to 6 
carbon atoms. Specifically listed are ethanol (2 carbon atoms), n-propyl alcohol 
(3 carbon atoms), isopropanol (3 carbon atoms), n-butyl alcohol (4 carbon 
atoms), and alicyclic alcohols (6 carbon atoms) (see pages 255-257). Thus, 
those of ordinary skill in the art know that alcohols used as solvents are "lower" 
alcohols. The esters listed are all "lower" acetates in that they include 4 to 7 
carbon atoms. Specifically listed are ethyl acetate (4 carbon atoms), isopropyl 
acetate (5 carbon atoms), n-butyl acetate (6 carbon atoms), and n-propyl acetate 
(5 carbon atoms)($ee pages 260-261). Thus, those of ordinary skill in the art 
know that acetates used as solvents are "lower" acetates. 



Based on the above references, it is clear that a practitioner would have 
no trouble determining what is meant by "lower alcohol" and "lower acetate" 
when formulating a solvent to determine the hydrophobicity or hydrophilrcity of a 
given monomer. Therefore the scope of the resin of the claims as made with 
hydrophobic and hydrophilic monomers is clear and defined. 

In this regard, the Metabolite teaching is amplified in the MPEP in section 
2173.02, 

"The examiner's focus during examination of claims for compliance 
with the requirement for definiteness of 35 U.S.C. 1 12, second 
paragraph, is whether the claim meets the threshold requirements 
of clarity and precision, ... The essential inquiry pertaining to this 
requirement is whether the claims set out and circumscribe a 
particular subject matter with a reasonable degree of clarity and 
particularity. Definiteness of claim language must be analyzed, not 
in a vacuum, but in light of: (A) The content of the particular 
application disclosure; (B) The teachings of the prior art; and (C) 
The claim interpretation that would be given by one possessing the 
ordinary level of skill in the pertinent art at the time the invention 
was made. In reviewing a claim for compliance with 35 U.S.C. 1 12, 
second paragraph, the examiner must consider the claim as a 
whole to determine whether the claim apprises one of ordinary skill 
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in the art of its scope and, therefore, serves the notice function 
required by 35 U.S.C. 112, second paragraph, by providing clear 
warning to others as to what constitutes infringement of the patent." 
"Only when a claim remains insolubly ambiguous without a 
discernible meaning after all reasonable attempts at construction 
must a court declare it indefinite." 

The guidance provided by the MPEP for a §112, second paragraph 
analysis instructs that determining whether a claim meets threshold requirements 
of clarity and precision should be done using all available resources, namely the 
context of the disclosure, teachings of the art, and the understanding of a skilled 
practitioner. A rejection denying meaning to the claim should only be made if the 
claim, after this analysis, remains Insolubly ambiguous without-a-discernable 
meaning". 

Keeping in mind that the subject matter is a resin made using hydrophilic 
and hydrophobic monomers, that the claims meet the requirements of §112, 
second paragraph rejection is further demonstrated by the guidance provided by 
the specification on various specific functional groups and monomers that serve 
the purpose, so to speak, "ready-made". As discussed above these examples 
are not offered as limitations, but as examples on how one skilled in the art would 
understand how to characterize the monomers used as described in the claimed 
invention. 

As shown above, the term "lower" used to modify alcohol and acetate is 
not ambiguous nor lacking discernable meaning when considered in light of the 
teaching of the art and the understanding of a skilled practitioner. Not only is the 
term unambiguous, but based oh teachings that "lower" is known to indicate an 
alcohol of about 1 to about 6 carbons and an acetate of about 4 to about 6 
carbons in the art of solvents for pigment and coating compositions, this term 
clearly sets forth the claimed subject matter as required by §1 12, second 
paragraph. 
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RECEIVED 
CENTRAL FAX CENTER 



Conclusion 



JUN Q2 2QQ8 



Based on the foregoing it is respectfully submitted that the 35 U.S.C. §112 
rejection should be withdrawn. Applicants believe that the foregoing constitutes 
a complete and bona fide response to the Decision on Appeal dated March 31, 
2008. It is respectfully requested that prosecution be reopened for this 



The new evidence is included herein in the Remarks section and attached hereto 
as Appendix 1 . 

Should any issue(s) of a minor nature remain, the Examiner is invited to 
telephone the undersigned at telephone number (917) 741-0802 so that the 
issue(s) may be promptly resolved. Applicants respectfully solicit reconsideration 
and eventual allowance of the subject application. 



application by the submission of new evidence relating to the claims rejected. 



Respectfully submitted, 




Theresa O'Rourke Nugent 
Attorney for Applicants 
Registration No. 40,747 



NUGENT AND SMITH, LLP 
91 Forest Boulevard 
Suite 100 
Ardsley, NY 10502 
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252 



RAW MATERIALS 



chemical reactions in ink vehicle manufacture. However, the presence or 
absence of water is significant in certain cases. 

The properties of some solvents are tabulated on page 304. They are 
arranged in the following chemical groups for convenience: (A) hydro- 
carbon (aliphatic; naphthenic; aromatic); (B) monohydric alcohol {ali- 
phatic; alicyclie); (C) glycol; (D) glycol ether; (B) ketone; (P) ester. 

The chemical formula for each solvent is given (where possible), with 
commercial preparation, boiling range, relative density, flash point 
(closed cup, unless otherwise stated), colour, the main type of resin 
which it usefully dissolves and finally miscellaneous properties and 
applications. 

Legislation requires manufacturers to make available to all users details 
of hazards and precautions for the handling of their products, including 
solvents. Manufacturers have co-operated in a sensible manner and heed 
should be taken of their recommendations for any precautions needed. 
All solvents used in printing inks can be used with safety, if the 
precautions prescribed by factory or industrial health and safety commit- 
tees are taken. 

It is the user's responsibility to see that care is taken in marking and 
handling of materials, that sufficient ventilation is installed and where 
necessary protective clothing is provided and worn. Any risks that 
exist must be minimized, as nearly all solvents have an effect on the 
human body, serious effects being dependent on the amount of solvent 
and the time of exposure to it. Large doses in a short time cause acute 
poisoning usually by affecting the nervous system. Smaller dosage over 
a long period of lime can cause sensitization or chronic damage to 
organs. 

Exposure to solvents is influenced by volatility of solvents which 
depends upon concentration, vapour pressure and temperature, or by 
physical contact with the solvent itself by immersion or ingestion. 

The human body reacts in many ways. Swallowing solvent or 
inhaling concentrated vapour can result in poisoning and causes 
vomiting, hallucinations, unconsciousness or death. Immersion of the 
hands in solvents is undesirable as toxic action may become possible by 
transfer to the mouth or absorption through the skin into the blood 
stream. Skin complaints can be caused by solvents, due to personal 
allergy to a particular solvent or by a degreasing of the skin which leads 
to irritation or infection. Barrier creams and the use of lanolin or hand 
cream after washing are a preventative measure in that they restore 
the grease level that protects the skin from bacterial attack. 

Many technical grades of solvent are not pure chemicals, but contain 
isomers and sometimes homologues, which it may be uneconomic, 
and even undesirable to remove. This results in boiling ranges instead 
of boiling points and applies particularly to hydrocarbon solvents. In 
the aromatic series, terms such as 'toluol' were used to describe the less 
pure grades of toluene, and British Standards exist, such as BS 
805:1977 for toluenes, defining three different grades. The chemical 
names benzene, toluene and xylene are now standard for referring to 
aromatic hydrocarbons. Thtee grades of xylene are specified in BS 458: 
1977. 
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Alcohols 



lyent release to prevent sticking and blocking of 
Itteasolvent for rubb er, chlorinated rubber, 
hyde, phtmolics, ethyl cellulose, resinates, 
and polystyrene resins. 

Xylene (xylol); cHNo. 1330-20*7 
Slower-evaporating solvent than tolu 
three isomers of dimethyl benzen 

itHcytJse in gravure proofing and sheet-fed 
gravure inks. However, its ex<Ment solvency power for many resins 
makes it a useful solvent in rile removal of dried ink films. 

Its solvency is similar tj^xoluene, except that it is a poor solvent for 
polyvinyl acetate, but itym penetrate F\££ and treated polythene. 




255 



rinted reel. 
\, urea formalde- 
polyvinylacetate 



consisting mainly of mixtures of 
Also derived from coal tar or 
petroleum, its flash point i^4°F brf its slow evaporation rate (equal to 
half that of toluene) limits 




High-boiling aromatic solvents 

Mostly single-ring aromatic structures with side chains or alkyl groups 
attached, containing small amounts of paraffins ancNnaphthenes. A 
number of ^proprietary brands are available, with differing boiling ranges 
and flash joints. They are normally water-white or slightly yeltow with a 
sweet oplo\xx characteristic of aromatic solvents. 

The/are used mainly in roller coating finishes and screen ink^They 
havd'KB values from 60 to 100 and are solvents for common resins such 
a$/ester gum, alkyds, maleics, modified phenolics, urea and melamine 
formaldehyde, chlorinated rubber and polystyrene. 



4.23 ALCOHOLS 

Methylated spirits (Ethanol) 

CAS No. 64-17-5 

Ethyl alcohol (ethanol) is not used as pure anhydrous alcohol in 
commercial manufacture of printing inks. Industrial methylated spirits is 
essentially ethanol C a H 3 OH and water, to which a denaturant such as 4% 
of methyl alcohol has been added. 

Two grades of industrial methylated spirits (IMS) are used extensively 
in gravure and fiexographic inks. They are 64 op and 74 op (op denotes 
over-proof). Proof spirit contains 57.1% alcohol by volume (49.3% by 
weight) and has a relative density of 0.92 at 15.6°C (60°F). 

Industrial methylated spirits 64 op (density 0.821) contains 9.7% by 
weight of water, while 74 op IMS (density 0.797) contains 1.4% water. 

Industrial methylated spirits as specified in BS 3591: 1963 consists of a 
mixture of 95 volumes of the ethanol/ water mixture with 5 volumes of 
acetone- free wood naphtha approved by the Commissioners of Customs 
and Excise as a denaturant. The mixture must conform to the Methylated 
Spirits Regulations 1962. 
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